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DETAILED ACTION 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 1-7, drawn to a method of identifying a biological activity of a compound of 
interest, classified in class 702, subclass 19. If this Group is elected, then the Specie Election 
Requirement summarized below is also required. 

Group II, claim(s) 8-14, drawn to a method of identifying a biological state of a biological 
sample, classified in class 703, subclass 2. If this Group is elected, then the Specie Election 
Requirement summarized below is also required. 

Group III, claim(s) 15-19, drawn to a method and computer program product for classifying a 
test gene expression dataset, classified in class 706, subclass 47. 
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Specie Election Requirements for Groups I and II: 

This application contains claims directed to the following patentably distinct species of the 
claimed invention: 

Specie Election Requirement for Groups I and II: 

Specie A: deriving a linear classification function that includes reducing a value of a loss 
function 

Specie B: deriving a linear classification function that includes identifying a set of classifiers 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed specie for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. The distinctness or independence of a reducing a value versus identifying a 
set of classifiers is because they are directed to different steps and achieve different goals not 
required by the other specie. The distinct steps are often separately characterized and published 
in literature, thus adding to the search burden if both species were examined together. Thus, the 
two species are independent and/or distinct for restriction purposes. 

Applicant is advised that a reply to this requirement must include an identification of the 
specie that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
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the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should an applicant traverse the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

The inventions listed as Groups I-III do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: 

According to PCT Rule 13.2, unity of invention exists only when there is a shared same 
or corresponding special technical feature among the claimed inventions. Group I is directed to a 
identifying a biological activity of a compound which has a special technical feature of 
identifying a biological activity of a compound which is not shared by any of the remaining 
groups. Group II is directed to a identifying a biological state of a biological sample that has a 
technical feature of identifying a biological state that is not shared by any of the remaining 
groups. Group III is directed to a classifying a test gene expression dataset via providing a 
reference that has a special technical feature of classifying via providing a reference that is not 
shared by any of the other groups. 

According to PCT Rule 13.2, unity of invention exists only when the shared same or 
corresponding technical feature is a contribution over the prior art. The inventions listed in 
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Groups I-III do not relate to a single general inventive concept because they lack the same or 
corresponding special technical feature. The technical feature of all groups includes deriving a 
linear classification rule. This technical feature is shown by Young et al. (abstract, Biostatistics, 
2001, Volume 2, pages 351-364) to lack novelty and inventive step and does not make it a 
contribution over the prior art. This documents the breaking of unity among the above- 
mentioned Groups and reinforces that lack of unity in the instant application is proper. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement may be traversed (37 CFR 
1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center. The 
faxing of such papers must conform with the notices published in the Official Gazette, 1096 OG 
30 (November 15, 1988), 1156 OG 61 (November 16, 1993), and 1157 OG 94 (December 28, 
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1993) (See 37 CFR § 1.6(d)). The Central Fax Center number for official correspondence is 
(571)273-8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carolyn Smith, whose telephone number is (571) 272-0721. The 
examiner can normally be reached Monday through Thursday from 8 A.M. to 6:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marjorie Moran, can be reached on (571) 272-0720. 

May 20, 2008 

/Carolyn Smith/ 
Primary Examiner 
AU 1631 



